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Comments: 

Remarks begin on page 2 of this paper; and 
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REMARKS 

Rejection Under 35 U.S.C. S 101 

Claims 8-14. 19 and 20 

The final Office Action rejected claims 8-14, 19 and 20 under 35 U.S.C. § 101 as 
directed to non-statutory subject matter, specifically as directed to computer programs. The 
Office Action claims that, "Software modules are non-statutory subject matter unless embodied 
within a computer-readable storage medium such as computer hard disk or the like" (emphasis 
added). Office Action at 2. 

Claim 8 explicitly recites, " A computer-readable medium having encoded thereon 
software . . . , the software comprising instructions for. . . " (emphasis added). This element is 
also present in all of the claims that depend from independent claim 8, i.e., claims 9-14, 19 and 
20. 

The Patent Office has explicitly sanctioned the patentability of "a claimed computer- 
readable medium encoded with a computer program" in those very words. MPEP 2106.01 (a 
claimed computer-readable medium encoded with a computer program ... is thus statutory) 
(emphasis added). This rejection contradicts the Office's stated position and is inconsistent with 
the claim language in several recently granted patents. See, e.g.. claim 18 of U.S. Patent No. 
7.5 12.987 ("A computer-readable medium holding program instructions for. . ."). Accordingly, 
this rejection is clear error and should be withdrawn. 

Rejection Under 35 U.S.C. S 102(e) over U.S. Patent Appl. Publ. No. 2003/0004850 

Claims 1-20 

This assignee of this application is also the assignee of U.S. Patent Appl. Publ. No. 
2003/0004850 (hereinafter "Li"). Accordingly, the assignee is familiar with the contents of Li 
and, as demonstrated below, Li does not anticipate the pending claims. In particular, Li fails to 
teach, "determining by a processor an optimal award schedule comprising an optimal 
combination of suppliers and a list of items to be ordered from each supplier to at least partially 
satisfy the purchase requisition utilizing the explicit offer of a business volume discount" 
(emphasis added). 
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For clarity, the limitation at issue concerns: (1) the determining of an optimal award 
schedule (2) utilizing the explicit offer of a business volume discount. The limitation is not 
satisfied by a reference that discusses either the determining of an optimal award schedule (i.e., 

(1) ) or the offer of a business volume discount (i.e., (2)). The claim limitation requires the 
determining of an optimal award schedule utilizing the explicit offer of a business volume 
discount (i.e., (1) utilizing (2)). 

Li teaches the use of business volume discounts in bidding (i.e., (2)). See Li at, e.g.. 
[0014], [0113]-[0117]. Li, as published, claims in part "determining an optimal award schedule 
for at least partial satisfaction of said requisition" (i.e., (1)). See Li at. e.g.. claim 1. Li does not 
teach or suggest determining an optimal award schedule using those business volume discounts, 
as is required by the limitation at issue. 

The Office Action of July 28, 2008, claimed that the Abstract and paragraphs [0006], 
[0016], and [0064] of Li satisfied the limitation at issue. Our response of September 11, 2008, 
demonstrated that was clear error. Nothing in the Abstract mentions business volume discounts, 
or determining an optimal award schedule using business volume discounts (i.e., (1), but not 

(2) ). Paragraph [0006] discusses the definition of an optimal award schedule, but does not 
mention business volume discounts at all, let alone for the computation of an optimal award 
schedule (i.e., (1), but not (2)). Paragraphs [0016] and [0064] discuss the computation of an 
optimal award schedule, but neither discusses the use of business volume discounts in that 
computation (i.e., (1), but not (2)). 

The current rejection now claims that paragraphs [01 14]-[01 17], [0124]-[0128], [0096], 
[0097], [001 1]-[0014], [0006]-[0007] and claims 27, 33, 38, 40, and 42 satisfy the element at 
issue. None of these citations support the current rejection. 

Paragraphs [01 14]-[01 17] concern the use of business volume discounts in bidding, not 
the determination of an optimal award schedule using business volume discounts (i.e., (2), but 
not (1)). Paragraphs [0124]-[0128] concem the determination of an optimal award schedule, but 
do not discuss the use of business volume discounts in that determination (i.e., (1), but not (2)).^ 



^ These paragraphs may also have been selected for this rejection because they discuss the imposition of 

"private buyer constraints." The rejection is unclear on this point. Regardless, the claims require a volimie discoimt 
offered by a supplier . Constraints imposed by a buyer have nothing to do with the supplier's offer. 
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Paragraphs [0096] and [0097] have nothing to do with the computation of an optimal award 
schedule or business volume discounts (i.e., neither (1) nor (2)).^ 

Paragraphs [001 1]-[0013] concern the determining of an optimal award schedule under 
buyer-imposed constraints (i.e., (1), but not (2));^ paragraph [0014] discusses the inclusion of 
business volume discounts in a seller-supplied bid (i.e., (2), but not (1)). None of paragraphs 
[001 1]-[0014] discuss the determination of an optimal award schedule utilizing the explicit offer 
of a business volume discount as is required by the current claims. Paragraphs [0006] and 
[0007] discuss the computation of an optimal award schedule, but fail to mention business 
volume discounts at all, let alone for the determination of an optimal award schedule (i.e., (1), 
but not (2)).' 

Published claims 27 and 38 of Li claim, in part, determining an optimal award 
schedule — they do not mention business volume discounts (i.e., (1), but not (2)).^ Published 
claim 33 recites, in part, a bid including a business volume discount (i.e., (2), but not (1)). 
Claims 40 and 42 have nothing to do with the determining of an optimal award schedule using 
business volume discounts — ^they concern buyer-supplied weight values, and a business volume 
discount is a value supplied by a supplier, not a buyer (i.e., neither (1) nor (2)). 

More to the point, Li cannot support this rejection because Li does not discuss the use of 
business volume discounts in the determination of an optimal award schedule. A review of Li 
and the instant patent application reveals that the "Detailed Description" sections of both 
references are similar, but the instant application includes additional discussion at pp. 20-21 
concerning business volume discomts and pp. 34-36 concerning the determination of an optimal 
award schedule utilizing business volume discounts. Li does not include this material. 
Accordingly, these rejections are completely unsupported by Li and no rejection based solely on 
Li can anticipate the claims in this application as they currently stand.^ These rejections are 
clear error. 



See also footnote 1. 
^ See also footnote 1. 

^ See also footnote 1. 

* See also footnote 1 . 

* As noted in our response of September 11, 2008, Li and the current application are commonly owned, so 
Li cannot be prior art against tlie instant application in an obviousness rejection. See 35 U.S.C. §103(c)(l). 
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Accordingly, we respectfully submit that Li does not disclose or suggest the 
determination of an optimal award schedule "utilizing the explicit offer of a business volume 
discount." For this reason, independent claims 1 and 8 are patentable over Li, and the claims 
that depend therefrom are likewise patentable because they depend on a patentable base claim, 
and may also have additional patentable features. 

CONCLUSION 

In light of the foregoing, we respectfully submit that there are clear errors in the 
Examiner's rejections and that the Examiner has failed to consider essential elements of the 
independent claims in the present rejection. 



Respectfully submitted. 



Date: April 9, 2009 



By /Robert S. Blasi. Esq./ 

Robert S. Blasi, Esq. (Reg. No. 50,389) 

Attorney for Applicants 

Goodwin Procter LLP 

Exchange Place 

53 State Street 

Boston, MA 02109 



Tel. No.: (617) 570-1408 
Fax No.: (617) 523-1231 
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